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DETAILED ACTION 
Status of the Application 

1 . Claims 1-54 have been examined in this application. This communication is a Final 
Office Action in response to the "Amendment" and "Claims" filed on September 24, 2007. 

Claim Rejections - 35 USC §103 

2. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set forth in 
section 102 of this title, if the differences between the subject matter sought to be patented and the prior art are 
such that the subject matter as a whole would have been obvious at the time the invention was made to a person 
having ordinary skill in the art to which said subject matter pertains. Patentability shall not be negatived by the 
manner in which the invention was made. 

3. Claims 1-54 are rejected under 35 U.S.C. 103(a) as being unpatentable over "How to 
Control Your Company's Legal Costs" by Harry J. Maue (hereinafter referred to as Maue) in 
view of US Patent Number 5,970,478 to Walker in further view of "Interest and Late Charges: 
How To Charge Clients" by John Yilek (hereinafter referred to as Yilek) and in further view of 
US Patent Number 5,649, 117. 

(A) As per claim 1 , Maue and Walker collectively teach a method comprising the following 
steps: 

Maue teaches the concept that law firms incur "out-of-pocket" expenses (for services) for 
their clients (Maue: Page 4, Lines 4-17); 

Maue does not teach the following steps which are taught by Walker (Col. 5, Ln. 56-Col. 
6, Ln. 6): a service provider providing services (e.g. paying bills for a customer (law firm)) to a 
law firm in relation to separate charges assessed for each of a plurality of out-of-pocket costs 
incurred by the law firm for one or more clients of the law firm. At the time of the invention, it 
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would have been obvious for one of ordinary skill in the art to have modified the teachings of 
Maue with the aforementioned feature from Walker with the motivation of having a means of 
calculating a price of loaning credit to a client, as recited in Walker (Col. 2, Ln. 41-44). (Note: 
Walker does not state that the customized credit accounts can be used by a law firm, however, 
Walker does disclose that its credit accounts are used by clients (Walker: Col. 1, Ln. 10-13) and 
the examiner takes the position that a client or user of the credit card account of Walker can be 
and is within the scope of Walker). 

Maue in view of Walker do not teach the following which is taught by Yilek: the step 
wherein each separate charge relates to a cost associated with financing the respective out-of- 
pocket cost incurred by the law firm (Yilek: Page 1, Paragraphs 1-2; Page 2, Paragraph 3; Page 
5, Paragraph 2 and Page 6). At the time of the invention, it would have been obvious for one of 
ordinary skill in the art to have modified the combined teachings of Walker in view of Maue 
with these aforementioned teachings from Yilek with the motivation of having a means of 
making the combined system of Walker in view of Maue compliant with the Truth in Lending 
Act and other state laws and regulations (Yilek: Page 1, Paragraph 3) which require attorneys to 
make disclosures of finance charges (i.e. separate charges in relation to each of the respective 
out-o-pocket costs) (Yilek: Page 6, Paragraphs 4 and 5). 

Maue, Walker and Yilek do not teach that me separate charges are automatically 
determined, using at least one computer, however, this feature is well known in the art as 
evidenced by Landry (Col. 36, Ln. 42-45). At the time of the invention, it would have been 
obvious for one of ordinary skill in the art to have modified the combined teachings of Maue in 
view of Walker with the aforementioned teachings from Landry with the motivation of providing 
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an accurate means of providing understandable and complete periodic statements of account 
activities to clients (payors), as recited in Landry (Col. 35, Ln. 37-42). 

(B) As per claim 2, in Maue the out-of-pocket cost is a fee paid to a government (Maue: Page 
3, Paragraph 1). (Note: Maue does not expressively states that the government agency is the 
Patent and Trademark office, however, when Maue states that attorneys file motions on behalf of 
clients the examiner interprets these motions to include documents such as petitions which are 
frequently filed with a government patent and trademark office.) 

(C) As per claim 3, in Walker the out-of-pocket cost is paid by a transfer of funds from the 
law firm to a third party (e.g. merchant) (Walker: Col. 1, Ln. 14-18). The motivation for making 
this aforementioned modification to the teachings of Maue is the same as set forth in the 
rejection of claim 1, above. 

(D) As per claim 4, the combined teachings of Maue in view of Walker do not teach or • 
suggest that the out-of-pocket cost is financed by a financing organization independent of a law 
firm, however, the examiner takes Official Notice that this feature is well known in the financial 
services industry and that it is equivalent to a credit card company. At the time of the invention, 
it would have been obvious for one of ordinary skill in the art to have modified Maue to include 
this above recited feature with the motivation of providing the law firm or organization incurring 
the out-of-pocket expenses with a means of paying bills on time without considering their own 
cash flow. 

(E) As per claim 5, in Maue in view of Walker in view of Yilek in view of Landry the 
separate charge is determined prior to a transfer of funds to pay the out-of-pocket costs (Note: 
The examiner takes the position that these "separate" charges are standard provisions in the 
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credit card industry and are expressed to the consumer (credit account user) in Walker as per the 
terms of the credit card agreement.) (Walker: Col. 3, Ln. 21-23 and Col. 7, Ln. 38-Col. 8, Ln. 
21). The motivation for making this aforementioned modification to the teachings of Maue is the 
same as set forth in the rejection of claim 1, above. 

(F) As per claim 6, Maue, Walker, Yilek and Landry collectively teach a method comprising 
the following steps: 

Maue teaches the concept that law firms incur "out-of-pocket" expenses (for services) for 
their clients (Maue: Page 4, Lines 4-17); 

Maue does not teach the following steps which are taught by Walker (Col. 5, Ln. 56-Col. 
6, Ln. 6): a service provider providing services to a law firm in relation to separate charges 
assessed for each of a plurality of out-of-pocket costs incurred by the law firm for one or more 
clients of the law firm.. At the time of the invention, it would have been obvious for one of 
ordinary skill in the art to have modified the teachings of Maue with the aforementioned features 
from Walker with the motivation of having a means of calculating a price of loaning credit to a 
client, as recited in Walker (Col. 2, Ln. 41-44). (Note: Walker does not state that the customized 
credit accounts can be used by a law firm, however, Walker does disclose that its credit accounts 
are used by clients (Walker: Col. 1, Ln. 10-13) and the examiner takes the position that a client 
or user of the credit card account of Walker can be and is within the scope of Walker). 

Maue in view of Walker do not teach the following which is taught by Yilek: the step 
wherein each separate charge relates to a loan of funds to pay respective out-of-pocket cost 
incurred by the law firm (Yilek: Page 1, Paragraphs 1-2; Page 2, Paragraph 3; Page 5, Paragraph 
2 and Page 6). At the time of the invention, it would have been obvious for one of ordinary skill 
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in the art to have modified the combined teachings of Walker in view of Maue with these 
aforementioned teachings from Yilek with the motivation of having a means of making the 
combined system of Walker in view of Maue compliant with the Truth in Lending Act and other 
state laws and regulations (Yilek: Page 1, Paragraph 3) which require attorneys to make 
disclosures of finance charges (i.e. separate charges in relation to each of the respective out-o- 
pocket costs) (Yilek: Page 6, Paragraphs 4 and 5). 

Maue, Walker and Yilek do not teach that me separate charges are automatically 
determined, using at least one computer, however, this feature is well known in the art as 
evidenced by Landry (Col. 36, Ln. 42-45). At the time of the invention, it would have been 
obvious for one of ordinary skill in the art to have modified the combined teachings of Maue in 
view of Walker with the aforementioned teachings from Landry with the motivation of providing 
an accurate means of providing understandable and complete periodic statements of account 
activities to clients (payors), as recited in Landry (Col. 35, Ln. 37-42). 

(G) As per claims 7-10, these claims repeat features previously addressed in the rejection of 
claims 2-5, above, respectively, and are rejected on the same basis. 

(H) As per claim 1 1 , Maue, Walker and Landry collectively teach a method comprising the 
following steps: 

Maue teaches the concept that law firms incur "out-of-pocket" expenses (for services) for 
their clients (Maue: Page 4, Lines 4-17); 

Maue does not teach the following steps which are taught by Walker (Col. 5, Ln. 56-Col. 
6, Ln. 6): a service provider providing services to a law firm in relation to separate charges 
assessed for each of a plurality of out-of-pocket costs incurred by the law firm for one or more 
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clients of the law firm. At the time of the invention, it would have been obvious for one of 
ordinary skill in the art to have modified the teachings of Maue with the aforementioned features 
from Walker with the motivation of having a means of calculating a price of loaning credit to a 
client, as recited in Walker (Col. 2, Ln. 41-44). (Note: Walker does not state that the customized 
credit accounts can be used by a law firm, however, Walker does disclose that its credit accounts 
are used by clients (Walker: Col. 1, Ln. 10-13) and the examiner takes the position that a client 
or user of the credit card account of Walker can be and is within the scope of Walker). 

Walker in view of Maue do not teach the following which is taught by Yilek: the step 
wherein each separate charge relates to a cost associated with financing the respective out-of- 
pocket cost incurred by the law firm and the service provider receiving a payment from the law 
firm for the services rendered in connection with the separate charge. (Yilek: Page 1, Paragraphs 
1-2; Page 2, Paragraph 3; Page 5, Paragraph 2 and Page 6). At the time of the invention, it would 
have been obvious for one of ordinary skill in the art to have modified the combined teachings of 
Maue in view of Walker with these aforementioned teachings from Yilek with the motivation of 
having a means of making the combined system of Walker in view of Maue compliant with the 
Truth in Lending Act and other state laws and regulations (Yilek: Page 1, Paragraph 3) which 
require attorneys to make disclosures of finance charges (i.e. separate charges in relation to each 
of the respective out-o-pocket costs) (Yilek: Page 6, Paragraphs 4 and 5). 

Maue, Walker and Yilek do not teach that me separate charges are automatically 
determined, using at least one computer, however, this feature is well known in the art as 
evidenced by Landry (Col. 36, Ln. 42-45). At the time of the invention, it would have been 
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obvious for one of ordinary skill in the art to have modified the combined teachings of Maue in 
view of Walker with the aforementioned teachings from Landry with the motivation of providing 
an accurate means of providing understandable and complete periodic statements of account 
activities to clients (payors), as recited in Landry (Col. 35, Ln. 37-42). 

(G) As per claims 12-15, these claims repeat features previously addressed in the rejection of 
claims 2-5, above, respectively, and are rejected on the same basis. 

(H) As per claim 16, Maue, Walker and Landry collectively teach a method comprising the 
following steps: 

Maue teaches the concept that law firms incur "out-of-pocket" expenses (for services) for 
their clients (Maue: Page 4, Lines 4-17); 

Maue does not teach the following steps which are taught by Walker (Col. 5, Ln. 56-Col. 
6, Ln. 6): a service provider providing services to a law firm in relation to separate charges 
assessed for each of a plurality of out-of-pocket costs incurred by the law firm for one or more 
clients of the law firm.. At the time of the invention, it would have been obvious for one of 
ordinary skill in the art to have modified the teachings of Maue with the aforementioned features 
from Walker with the motivation of having a means of calculating a price of loaning credit to a 
client, as recited in Walker (Col. 2, Ln. 41-44). (Note: Walker does not state that the customized 
credit accounts can be used by a law firm, however, Walker does disclose that its credit accounts 
are used by clients (Walker: Col. 1, Ln. 10-13) and the examiner takes the position that a client 
or user of the credit card account of Walker can be and is within the scope of Walker). 
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Walker in view of Maue do not teach the following which is taught by Yilek: the step 
wherein each separate charge relates to a cost associated with financing the respective out-of- 
pocket cost incurred by the law firm and the service provider receiving a payment from the law 
firm for the services rendered in connection with the separate charge (Yilek: Page 1, Paragraphs 
1-2; Page 2, Paragraph 3; Page 5, Paragraph 2 and Page 6). At the time of the invention, it would 
have been obvious for one of ordinary skill in the art to have modified the combined teachings of 
Walker in view of Maue with these aforementioned teachings from Yilek with the motivation of 
having a means of making the combined system of Walker in view of Maue compliant with the 
Truth in Lending Act and other state laws and regulations (Yilek: Page 1, Paragraph 3) which 
require attorneys to make disclosures of finance charges (i.e. separate charges in relation to each 
of the respective out-o-pocket costs) (Yilek: Page 6, Paragraphs 4 and 5). 

Maue and Walker do not teach that me separate charges are automatically determined, 
using at least one computer, however, this feature is well known in the art as evidenced by 
Landry (Col. 36, Ln. 42-45). At the time of the invention, it would have been obvious for one of 
ordinary skill in the art to have modified the combined teachings of Maue in view of Walker 
with the aforementioned teachings from Landry with the motivation of providing an accurate 
means of providing understandable and complete periodic statements of account activities to 
clients (payors), as recited in Landry (Col. 35, Ln. 37-42). 

(I) As per claims 17-20, these claims repeat features previously addressed in the rejection of 
claims 2-5, above, respectively and are rejected on the same basis. 

(J) As per claim 21, Maue, Walker and Landry collectively teach a method comprising the 
following steps: 
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Maue teaches the concept that law firms incur "out-of-pocket" expenses (for services) for 
their clients (Maue: Page 4, Lines 4-17); 

Maue does not teach the following steps which are taught by Walker (Col. 5, Ln. 56-Col. 
6, Ln. 6): billing a law firm a separate charge in relation to each of a plurality of out-of-pocket 
costs incurred by the law firm for one or more clients of the law firm.. At the time of the 
invention, it would have been obvious for one of ordinary skill in the art to have modified the 
teachings of Maue with the aforementioned features from Walker with the motivation of having 
a means of calculating a price of loaning credit to a client, as recited in Walker (Col. 2, Ln. 41- 
44). (Note: Walker does not state that the customized credit accounts can be used by a law firm, 
however, Walker does disclose that its credit accounts are used by clients (Walker: Col. 1, Ln. 
10-13) and the examiner takes the position that a client or user of the credit card account of 
Walker can be and is within the scope of Walker). 

Maue in view of Walker do not teach the following which is taught by Yilek: the step 
wherein each separate charge relates to a cost associated with financing the respective out-of- 
pocket cost incurred by the law firm (Yilek: Page 1, Paragraphs 1-2; Page 2, Paragraph 3; Page 
5, Paragraph 2 and Page 6). At the time of the invention, it would have been obvious for one of 
ordinary skill in the art to have modified the combined teachings of Walker in view of Maue 
with these aforementioned teachings from Yilek with the motivation of having a means of 
making the combined system of Walker in view of Maue compliant with the Truth in Lending 
Act and other state laws and regulations (Yilek: Page 1, Paragraph 3) which require attorneys to 
make disclosures of finance charges (i.e. separate charges in relation to each of the respective 
out-o-pocket costs) (Yilek: Page 6, Paragraphs 4 and 5). 
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Maue, Walker and Yilek do not teach that me separate charges are automatically 
determined, using at least one computer, however, this feature is well known in the art as 
evidenced by Landry (Col. 36, Ln. 42-45). At the time of the invention, it would have been 
obvious for one of ordinary skill in the art to have modified the combined teachings of Maue in 
view of Walker with the aforementioned teachings from Landry with the motivation of providing 
an accurate means of providing understandable and complete periodic statements of account 
activities to clients (payors), as recited in Landry (Col. 35, Ln. 37-42). 

(K) As per claims 22-25, these claims repeat features previously addressed in the rejection of 
claims 2-5, above, respectively and are rejected on the same basis. 
(L) As per claim 26, Maue, Walker, Yilek and Landry collectively teach a method 
comprising the following steps: 

Maue teaches the concept that law firms incur "out-of-pocket" expenses (for services) for 
their clients (Maue: Page 4, Lines 4-17); 

Maue does not teach the following steps which are taught by Walker (Col. 5, Ln. 56-Col. 
6, Ln. 6): billing a law firm a separate charge in relation to each of a plurality of out-of-pocket 
costs incurred by the law firm for one or more clients of the law firm. At the time of the 
invention, it would have been obvious for one of ordinary skill in the art to have modified the 
teachings of Maue with the aforementioned features from Walker with the motivation of having 
a means of calculating a price of loaning credit to a client, as recited in Walker (Col. 2, Ln. 41- 
44). (Note: Walker does not state that the customized credit accounts can be used by a law firm, 
however, Walker does disclose that its credit accounts are used by clients (Walker: Col. 1, Ln. 
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10-13) and the examiner takes the position that a client or user of the credit card account of 
Walker can be and is within the scope of Walker). 

Maue in view of Walker do not teach the following which is taught by Yilek: the step 
wherein each separate charge relates to a loan of funds to pay respective out of pocket costs 
incurred by the law firm (Yilek: Page 1, Paragraphs 1-2; Page 2, Paragraph 3; Page 5, Paragraph 
2 and Page 6). At the time of the invention, it would have been obvious for one of ordinary skill 
in the art to have modified the combined teachings of Walker in view of Maue with these 
aforementioned teachings from Yilek with the motivation of having a means of making the 
combined system of Walker in view of Maue compliant with the Truth in Lending Act and other 
state laws and regulations (Yilek: Page 1, Paragraph 3) which require attorneys to make 
disclosures of finance charges (i.e. separate charges in relation to each of the respective out-o- 
pocket costs) (Yilek: Page 6, Paragraphs 4 and 5). 

Maue, Walker and Yilek do not teach that me separate charges are automatically 
determined, using at least one computer, however, this feature is well known in the art as 
evidenced by Landry (Col. 36, Ln. 42-45). At the time of the invention, it would have been 
obvious for one of ordinary skill in the art to have modified the combined teachings of Maue in 
view of Walker with the aforementioned teachings from Landry with the motivation of providing 
an accurate means of providing understandable and complete periodic statements of account 
activities to clients (payors), as recited in Landry (Col. 35, Ln. 37-42). 

(M) As per claims 27-30, these claims repeat features previously addressed in the rejection of 
claims 2-5, above, respectively and are rejected on the same basis. 



Application/Control Number: Page 13 

10/710,556 

Art Unit: 3626 

(N) As per claim 31, Maue, Walker and Landry collectively teach a method comprising the 
following steps: 

Maue teaches the concept that law firms incur "out-of-pocket" expenses (for services) for 
their clients (Maue: Page 4, Lines 4-17); 

Maue does not teach the following steps which are taught by Walker (Col. 5, Ln. 56-Col. 
6, Ln. 6): billing a law firm a separate charge in relation to each of a plurality of out-of-pocket 
costs incurred by the law firm for one or more clients of the law firm. At the time of the 
invention, it would have been obvious for one of ordinary skill in the art to have modified the 
teachings of Maue with the aforementioned features from Walker with the motivation of having 
a means of calculating a price of loaning credit to a client, as recited in Walker (Col. 2, Ln. 41- 
44). (Note: Walker does not state that the customized credit accounts can be used by a law firm, 
however, Walker does disclose that its credit accounts are used by clients (Walker: Col. 1, Ln. 
10-13) and the examiner takes the position that a client or user of the credit card account of 
Walker can be and is within the scope of Walker). 

Maue in view of Walker do not teach the following which is taught by Yilek: the step 
wherein each separate charge relates to a cost associated with financing the respective out-of- 
pocket cost incurred by the law firm and receiving a payment from the law firm for the services 
rendered in relation to the separate charges billed to the law firm (Yilek: Page 1, Paragraphs 1-2; 
Page 2, Paragraph 3; Page 5, Paragraph 2 and Page 6). At the time of the invention, it would 
have been obvious for one of ordinary skill in the art to have modified the combined teachings of 
Walker in view of Maue with these aforementioned teachings from Yilek with the motivation of 
having a means of making the combined system of Walker in view of Maue compliant with the 
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Truth in Lending Act and other state laws and regulations (Yilek: Page 1, Paragraph 3) which 
require attorneys to make disclosures of finance charges (i.e. separate charges in relation to each 
of the respective out-o-pocket costs) (Yilek: Page 6, Paragraphs 4 and 5). 

Maue, Walker and Yilek do not teach that me separate charges are automatically 
determined, using at least one computer, however, this feature is well known in the art as 
evidenced by Landry (Col. 36, Ln. 42-45). At the time of the invention, it would have been 
obvious for one of ordinary skill in the art to have modified the combined teachings of Maue in 
view of Walker with the aforementioned teachings from Landry with the motivation of providing 
an accurate means of providing understandable and complete periodic statements of account 
activities to clients (payors), as recited in Landry (Col. 35, Ln. 37-42). 

(O) As per claims 32-35, these claims repeat features previously addressed in the rejection of 
claims 2-5, above, respectively and are rejected on the same basis. 

(P) As per claim 36, Maue, Walker and Landry collectively teach a method comprising the 
following steps: 

Maue teaches the concept that law firms incur "out-of-pocket" expenses (for services) for 
their clients (Maue: Page 4, Lines 4-17); 

Maue does not teach the following steps which are taught by Walker (Col. 5, Ln. 56-Col. 
6, Ln. 6): billing a law firm a separate charge in relation to each of a plurality of out-of-pocket 
costs incurred by the law firm for one or more clients of the law firm; herein each separate 
charge relates to a to a loan of funds to pay the respective out-of-pocket cost incurred by the law 
firm. At the time of the invention, it would have been obvious for one of ordinary skill in the art 
to have modified the teachings of Maue with the aforementioned features from Walker with the 
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motivation of having a means of calculating a price of loaning credit to a client, as recited in 
Walker (Col. 2, Ln. 41-44). (Note: Walker does not state that the customized credit accounts can 
be used by a law firm, however, Walker does disclose that its credit accounts are used by clients 
(Walker: Col. 1, Ln. 10-13) and the examiner takes the position that a client or user of the credit 
card account of Walker can be and is within the scope of Walker). 

Maue in view of Walker do not teach the following which is taught by Yilek: the step 
wherein each separate charge relates to a cost associated with financing the respective out-of- 
pocket cost incurred by the law firm and receiving a payment from the law firm for the services 
rendered in relation to the separate charges billed to the law firm (Yilek: Page 1, Paragraphs 1-2; 
Page 2, Paragraph 3; Page 5, Paragraph 2 and Page 6). At the time of the invention, it would 
have been obvious for one of ordinary skill in the art to have modified the combined teachings of 
Walker in view of Maue with these aforementioned teachings from Yilek with the motivation of 
having a means of making the combined system of Walker in view of Maue compliant with the 
Truth in Lending Act and other state laws and regulations (Yilek: Page 1, Paragraph 3) which 
require attorneys to make disclosures of finance charges (i.e. separate charges in relation to each 
of the respective out-o-pocket costs) (Yilek: Page 6, Paragraphs 4 and 5). 

Maue, Walker and Yilek do not teach that me separate charges are automatically 
determined, using at least one computer, however, this feature is well known in the art as 
evidenced by Landry (Col. 36, Ln. 42-45). At the time of the invention, it would have been 
obvious for one of ordinary skill in the art to have modified the combined teachings of Maue in 
view of Walker with the aforementioned teachings from Landry with the motivation of providing 
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an accurate means of providing understandable and complete periodic statements of account 
activities to clients (payors), as recited in Landry (Col. 35, Ln. 37-42). 

(Q) As per claims 37-40, these claims repeat features previously addressed in the rejection of 
claims 2-5, above, respectively and are rejected on the same basis. 

(R) As per claim 41, Maue, Walker and Landry collectively teach a method comprising the 
following steps: 

Maue teaches the concept that law firms incur "out-of-pocket" expenses (for services) for 
their clients (Maue: Page 4, Lines 4-17); 

Maue does not teach the following steps which are taught by Walker (Col. 5, Ln. 56-Col. 
6, Ln. 6): billing a law firm a separate charge in relation to each of a plurality of out-of-pocket 
costs incurred by the law firm for one or more clients of the law firm.. At the time of the 
invention, it would have been obvious for one of ordinary skill in the art to have modified the 
teachings of Maue with the aforementioned feature from Walker with the motivation of having a 
means of calculating a price of loaning credit to a client, as recited in Walker (Col. 2, Ln. 41-44). 
(Note: Walker does not state that the customized credit accounts can be used by a law firm, 
however, Walker does disclose that its credit accounts are used by clients (Walker: Col. 1, Ln. 
10-13) and the examiner takes the position that a client or user of the credit card account of 
Walker can be and is within the scope of Walker). 

Maue in view of Walker do not teach the following which is taught by Yilek: the step 
wherein each separate charge relates to a cost associated with financing the respective out-of- 
pocket cost incurred by the law firm and receiving a payment from the law firm for the services 
rendered in relation to the separate charges billed to the law firm and receiving a payment from 



Application/Control Number: Page 1 7 

10/710,556 

Art Unit: 3626 

the law firm for the services rendered in relation to the separate charges billed to the law firm 
(Yilek: Page 1, Paragraphs 1-2; Page 2, Paragraph 3; Page 5, Paragraph 2 and Page 6). At the 
time of the invention, it would have been obvious for one of ordinary skill in the art to have 
modified the combined teachings of Walker in view of Maue with these aforementioned 
teachings from Yilek with the motivation of having a means of making the combined system of 
Walker in view of Maue compliant with the Truth in Lending Act and other state laws and 
regulations (Yilek: Page 1, Paragraph 3) which require attorneys to make disclosures of finance 
charges (i.e. separate charges in relation to each of the respective out-o-pocket costs) (Yilek: 
Page 6, Paragraphs 4 and 5). 

Maue, Walker and Yilek do not teach that me separate charges are automatically 
determined, using at least one computer, however, this feature is well known in the art as 
evidenced by Landry (Col. 36, Ln. 42-45). At the time of the invention, it would have been 
obvious for one of ordinary skill in the art to have modified the combined teachings of Maue in 
view of Walker with the aforementioned teachings from Landry with the motivation of providing 
an accurate means of providing understandable "and complete periodic statements of account 
activities to clients (payors), as recited in Landry (Col. 35, Ln. 37-42). 

(S) As per claims 42-45, these claims repeat features previously addressed in the rejection of 
claims 2-5, above, respectively and are rejected on the same basis. 

(T) As per claim 46, Maue, Walker and Landry collectively teach a method comprising the 
following steps: 

Maue teaches the concept that law firms incur "out-of-pocket" expenses (for services) for 
their clients (Maue: Page 4, Lines 4-17); 
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Maue does not teach the following steps which are taught by Walker (Col. 5, Ln. 56-Col. 
6, Ln. 6): billing a law firm a separate charge in relation to each of a plurality of out-of-pocket 
costs incurred by the law firm for one or more clients of the law firm. At the time of the 
invention, it would have been obvious for one of ordinary skill in the art to have modified the 
teachings of Maue with the aforementioned feature from Walker with the motivation of having a 
means of calculating a price of loaning credit to a client, as recited in Walker (Col. 2, Ln. 41-44). 
(Note: Walker does not state that the customized credit accounts can be used by a law firm, 
however, Walker does disclose that its credit accounts are used by clients (Walker: Col. 1, Ln. 
10-13) and the examiner takes the position that a client or user of the credit card account of 
Walker can be and is within the scope of Walker). 

Maue in view of Walker do not teach the following which is taught by Yilek: the step 
wherein each separate charge is determined automatically using at least one computer and relates 
to a loan of funds to pay the respective out-of-pocket costs incurred by the law firm and 
receiving payment from the law firm for the services rendered in relation to transactions 
involving the financing of the respective out-of-pocket costs incurred by the law firm. (Yilek: 
Page 1, Paragraphs 1-2; Page 2, Paragraph 3; Page 5, Paragraph 2 and Page 6). At the time of 
the invention, it would have been obvious for one of ordinary skill in the art to have modified the 
combined teachings of Walker in view of Maue with these aforementioned teachings from Yilek 
with the motivation of having a means of making the combined system of Walker in view of 
Maue compliant with the Truth in Lending Act and other state laws and regulations (Yilek: Page 
1, Paragraph 3) which require attorneys to make disclosures of finance charges (i.e. separate 
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charges in relation to each of the respective out-o-pocket costs) (Yilek: Page 6, Paragraphs 4 and 
5). 

Maue, Walker and Yilek do not teach that me separate charges are automatically 
determined, using at least one computer, however, this feature is well known in the art as 
evidenced by Landry (Col. 36, Ln. 42-45). At the time of the invention, it would have been 
obvious for one of ordinary skill in the art to have modified the combined teachings of Maue in 
view of Walker with the aforementioned teachings from Landry with the motivation of providing 
an accurate means of providing understandable and complete periodic statements of account 
activities to clients (payors), as recited in Landry (Col. 35, Ln. 37-42). 

(U) As per claims 47-50, these claims repeat features previously addressed in the rejection of 
claims 2-5, above, respectively and are rejected on the same basis. 

(V) As per claim 5 1 , Maue teaches the concept that law firms incur "out-of-pocket" expenses 
(for services) for their clients (Maue: Page 4, Lines 4-17), however Maue does not teach the 
following which is taught by Walker (Figures 2-3; Col. 4, Ln. 15-Col. 5, Ln. 21 and Col. 5, Ln. 
56-Col. 6, Ln. 6): an apparatus comprising one or more computer systems programmed to: 
determine a service fee for services rendered by a service provider providing services to a law 
firm in relation to separate charges assessed for each of a plurality of out-of-pocket costs 
incurred by the law firm for one or more clients of the law firm. At the time of the invention, it 
would have been obvious for one of ordinary skill in the art to have modified the teachings of 
Maue with the aforementioned feature from Walker with the motivation of having a means of 
calculating a price of loaning credit to a client, as recited in Walker (Col. 2, Ln. 41-44). (Note: 
Walker does not state that the customized credit accounts can be used by a law firm, however, 
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Walker does disclose that its credit accounts are used by clients (Walker: Col. 1, Ln. 10-13) and 
the examiner takes the position that a client or user of the credit card account of Walker can be 
and is within the scope of Walker). 

Maue in view of Walker do not teach the following which is taught by Yilek: the step 
wherein each separate charge relates to a cost associated with financing the respective out-of- 
pocket cost incurred by the law firm. (Yilek: Page 1, Paragraphs 1-2; Page 2, Paragraph 3; Page 
5, Paragraph 2 and Page 6). At the time of the invention, it would have been obvious for one of 
ordinary skill in the art to have modified the combined teachings of Walker in view of Maue 
with these aforementioned teachings from Yilek with the motivation of having a means of 
making the combined system of Walker in view of Maue compliant with the Truth in Lending 
Act and other state laws and regulations (Yilek: Page 1, Paragraph 3) which require attorneys to 
make disclosures of finance charges (i.e. separate charges in relation to each of the respective 
out-o-pocket costs) (Yilek: Page 6, Paragraphs 4 and 5). 

Maue, Walker and Yilek do not teach that me separate charges are automatically 
determined, using at least one computer, however, this feature is well known in the art as 
evidenced by Landry (Col. 36, Ln. 42-45). At the time of the invention, it would have been 
obvious for one of ordinary skill in the art to have modified the combined teachings of Maue in 
view of Walker with the aforementioned teachings from Landry with the motivation of providing 
an accurate means of providing understandable and complete periodic statements of account 
activities to clients (payors), as recited in Landry (Col. 35, Ln. 37-42). 

(W) As per claim 52, Maue teaches the concept that law firms incur "out-of-pocket" expenses 
(for services) for their clients (Maue: Page 4, Lines 4-17), however Maue does not teach the 
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following which is taught by Walker (Figures 2-3; Col. 4, Ln. 15-CoL 5, Ln. 21 and Col. 5, Ln. 
56-Col. 6, Ln. 6): an apparatus comprising one or more computer systems programmed to: 
determine a service fee for services rendered by a service provider providing services to a law 
firm in relation to separate charges assessed for each of a plurality of out-of-pocket costs 
incurred by the law firm for one or more clients of the law firm; and wherein the one or more 
computers are further programmed to determine each separate charge as a function of a financing 
activity associated with funding the respective out-of-pocket cost incurred by the law firm. At 
the time of the invention, it would have been obvious for one of ordinary skill in the art to have 
modified the teachings of Maue with the aforementioned feature from Walker with the 
motivation of having a means of calculating a price of loaning credit to a client, as recited in 
Walker (Col. 2, Ln. 41-44). (Note: Walker does not state that the customized credit accounts can 
be used by a law firm, however, Walker does disclose that its credit accounts are used by clients 
(Walker: Col. 1, Ln. 10-13) and the examiner takes the position that a client or user of the credit 
card account of Walker can be and is within the scope of Walker). 

Maue in view of Walker do not teach the following which is taught by Yilek: the step 
wherein the one or more computers are further programmed to determine each separate charge as 
a function of financing activity associated with funding the respective out-of-pocket cost 
incurred by the law firm. (Yilek: Page 1, Paragraphs 1-2; Page 2, Paragraph 3; Page 5, Paragraph 
2 and Page 6). At the time of the invention, it would have been obvious for one of ordinary skill 
in the art to have modified the combined teachings of Walker in view of Maue with these 
aforementioned teachings from Yilek with the motivation of having a means of making the 
combined system of Walker in view of Maue compliant with the Truth in Lending Act and other 
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state laws and regulations (Yilek: Page 1, Paragraph 3) which require attorneys to make 
disclosures of finance charges (i.e. separate charges in relation to each of the respective out-o- 
pocket costs) (Yilek: Page 6, Paragraphs 4 and 5). 

Maue, Walker and Yilek do not teach that me separate charges are automatically 
determined, using at least one computer, however, this feature is well known in the art as 
evidenced by Landry (Col. 36, Ln. 42-45). At the time of the invention, it would have been 
obvious for one of ordinary skill in the art to have modified the combined teachings of Maue in 
view of Walker with the aforementioned teachings from Landry with the motivation of providing 
an accurate means of providing understandable and complete periodic statements of account 
activities to clients (payors), as recited in Landry (Col. 35, Ln. 37-42). 

(X) As per claim 53, Maue teaches the concept that law firms incur "out-of-pocket" expenses 
(for services) for their clients (Maue: Page 4, Lines 4-17), however Maue does not teach the 
following which is taught by Walker (Figures 2-3; Col. 4, Ln. 15-Col. 5, Ln. 21 and Col. 5, Ln. 
56-Col. 6, Ln. 6): an apparatus comprising one or more computer systems programmed to: 
determine a separate charge to bill a law firm in relation to each of a plurality of out-of-pocket 
costs incurred by the law firm for one or more clients of the law firm. At the time of the 
invention, it would have been obvious for one of ordinary skill in the art to have modified the 
teachings of Maue with the aforementioned feature from Walker with the motivation of having a 
means of calculating a price of loaning credit to a client, as recited in Walker (Col. 2, Ln. 41-44). 
(Note: Walker does not state that the customized credit accounts can be used by a law firm, 
however, Walker does disclose that its credit accounts are used by clients (Walker: Col. 1, Ln. 



Application/Control Number: Page 23 

10/710,556 

Art Unit: 3626 

10-13) and the examiner takes the position that a client or user of the credit card account of 
Walker can be and is within the scope of Walker). 

Maue in view of Walker do not teach the following which is taught by Yilek: the step 
wherein the one or more computers are further programmed to determine each separate charge as 
a function of a cost associated with funding the respective out-of-pocket cost incurred by the law 
firm. (Yilek: Page 1, Paragraphs 1-2; Page 2, Paragraph 3; Page 5, Paragraph 2 and Page 6). At 
the time of the invention, it would have been obvious for one of ordinary skill in the art to have 
modified the combined teachings of Maue in view of Walker with these aforementioned 
teachings from Yilek with the motivation of having a means of making the combined system of 
Walker in view of Maue compliant with the Truth in Lending Act and other state laws and 
regulations (Yilek: Page 1, Paragraph 3) which require attorneys to make disclosures of finance 
charges (i.e. separate charges in relation to each of the respective out-o-pocket costs) (Yilek: 
Page 6, Paragraphs 4 and 5). 

Maue, Walker and Yilek do not teach that me separate charges are automatically 
determined, using at least one computer, however, this feature is well known in the art as 
evidenced by Landry (Col. 36, Ln. 42-45). At the time of the invention, it would have been 
obvious for one of ordinary skill in the art to have modified the combined teachings of Maue in 
view of Walker with the aforementioned teachings from Landry with the motivation of providing 
an accurate means of providing understandable and complete periodic statements of account 
activities to clients (payors), as recited in Landry (Col. 35, Ln r 37-42). 

(Y) As per claim 54, Maue teaches the concept that law firms incur "out-of-pocket" 
expenses (for services) for their clients (Maue: Page 4, Lines 4-17), however Maue does not 
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teach the following which is taught by Walker (Figures 2-3; Col. 4, Ln. 15-Col. 5, Ln. 21 and 
Col. 5, Ln. 56-Col. 6, Ln. 6): an apparatus comprising one or more computer systems 
programmed to: determine a separate charge to bill a law firm in relation to each of a plurality of 
out-of-pocket costs incurred by the law firm for one or more clients of the law firm. 

Maue in view of Walker do not teach the following which is taught by Yilek: wherein the 
one or more computer are further programmed to determine each separate charge as a function of 
a financing activity associated with funding the respective out-of-pocket costs incurred by the 
law firm (Yilek: Page 1, Paragraphs 1-2; Page 2, Paragraph 3; Page 5, Paragraph 2 and Page 6). 
At the time of the invention, it would have been obvious for one of ordinary skill in the art to 
have modified the combined teachings of Maue in view of Walker with these aforementioned 
teachings from Yilek with the motivation of having a means of making the combined system of 
Walker in view of Maue compliant with the Truth in Lending Act and other state laws and 
regulations (Yilek: Page 1, Paragraph 3) which require attorneys to make disclosures of finance 
charges (i.e. separate charges in relation to each of the respective out-o-pocket costs) (Yilek: 
Page 6, Paragraphs 4 and 5). 

Maue, Walker and Yilek do not teach that me separate charges are automatically 
determined, using at least one computer, however, this feature is well known in the art as 
evidenced by Landry (Col. 36, Ln. 42-45). At the time of the invention, it would have been 
obvious for one of ordinary skill in the art to have modified the combined teachings of Maue in 
view of Walker with the aforementioned teachings from Landry with the motivation of providing 
an accurate means of providing understandable and complete periodic statements of account 
activities to clients (payors), as recited in Landry (Col. 35, Ln. 37-42). 
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Response to Arguments 
4. Applicant's arguments with respect to the pending claims (1-54) filed on September 24, 
2007 have been considered but are moot in view of the new grounds of rejection. 



Conclusion 

5. The prior art made of record and not relied upon is considered pertinent to applicant's 
disclosure. 

www.wvomingstatebarfoundation.org/IOLTA trust.accounts.asp (visited on December 
12,2007). 

6. Any inquire concerning this communication or earlier communications from the 
examiner should be directed to Vivek Koppikar, whose telephone number is (571) 272-5109. 
The examiner can normally be reached from Monday to Friday between 8 AM and 4:30 PM. 

If any attempt to reach the examiner by telephone is unsuccessful, the examiner's 
supervisor, Joseph Thomas, can be reached at (571) 272-6776. The fax telephone numbers for 
this group are either (571) 273-8300 or (703) 872-9326 (for official communications including 
After Final communications labeled "Box AF"). 

Another resource that is available to applicants is the Patent Application Information 
Retrieval (PAIR). Information regarding the status of an application can be obtained from the 
(PAIR) system. Status information for published applications may be obtained from either 
Private PAIR or Public PAX. Status information for unpublished applications is available 
through Private PAIR only. For more information about the PAIR system, see http://pair- 
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direct.uspto.gov. Should you have questions on access to the Private PAIR system, please feel 
free to contact the Electronic Business Center (EBC) at 866-217-9197 (toll-free). 



Sincerely, 

Yaw 

Vivek Koppikar 
12/17/2007 




